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REMARKS 

Claims 1 through 29, 98 through 105 and 122 through 127 were presented for 
examination in the present application and are presented for consideration upon entry of 
the instant amendment. 

Claims 1 through 29, 98 through 105 and 122 through 127 were rejected under 
35 U.S.C. §112, second paragraph. 

Applicants respectfully traverse the rejections of claims 1 through 29, 98 through 
105 and 122 through 127. The Office Action states that "It is unclear exactly what 
applicant wishes to claim: a compound, or a composition which contains this compound. 
The first clauses of claim 1 ... are drawn clearly and explicitly to a compound, yet the 
terminal clauses of the claim directly contradict this by setting forth limitations applicable 
only to a composition. A similar analysis holds for the other independent claims". 

According to Merriam-Webster Online Dictionary, a compound is defined as 
"something formed by a union of elements or parts", similarly, a "composition" is defined 
as "a product of mixing or combining various elements or ingredients". Thus, Applicants 
submit that there is essentially no difference between the terms "compound" and 
"composition" as used by the Examiner. In addition, each of the claim elements are 
directed to defining the "O-substituted hydroxylamine free base" which is the subject of 
the present invention. 

In addition, claim 1 recites "wherein said O-substituted hydroxylamine exhibits at 
least one property selected from the group consisting of: essentially free of 
hydroxylamine; essentially free of any solvent; a water content of between about 0% to 
90% by weight; and a high strength (as measured by mole of said O-substituted 
hydroxylamine per gram of sample) of between about 0.5 to 3.3-fold as much as a 40% 
O-substituted hydroxylamine salt solution, by weight". One of ordinary skill in the art 
would clearly know that these claim elements describe additional properties of the 
chemical compound. In fact, the Specification clearly discloses each and every element 
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of claim 1. Similar logic can be applied to independent claims 98, 99, 100, 101, and 
122. 

Therefore, Applicants respectfully submit that claim 1 meets all the requirements 
of 35 U.S.C. 112, 2 nd paragraph. As such, claim 1 is believed to be in condition for 
allowance. Claims 2 through 29 and 102 through 105 depend from independent claim 1 
and are believed to be in condition for allowance for at least the reasons given above for 
claim 1. Reconsideration and withdrawal of the rejections to claims 1 through 29 and 
102 through 105 are respectfully requested. 

In addition each and every element of claims 98, 99, 100, 101 and 122 are 
directed to the claimed compound. As such claims 98, 99, 100, 101 and 122 are 
believed to be in condition for allowance. Claims 123 through 127 depend from 
independent claim 122 and are believed to be in condition for allowance for at least the 
reasons given above for claim 122. Reconsideration and withdrawal of the rejections to 
claims 98, 99, 100, 101 and 122 through 127 are respectfully requested. 

Claims 1 through 29, 98 through 105 and 122 through 127 are rejected under 35 
U.S.C. 102(b) as being anticipated by Applicants' own statement. 

The Office Action cites Applicants' statement on page 1 , line 20 of the 
Specification that 0-(3-chloro-2-propenyl)hydroxylamine ("CPHA") and its salts are 
important intermediates for the synthesis of herbicides. Further, the Office Action 
concludes that this is an admission that 0-(3-chloro-2-propenyl)hydroxylamine and its 
salts are old and well-known compounds in the art. However, Applicants respectfully 
submit that CPHA and its salts are not the present invention. This is clear not only from 
the invention that is the subject matter of the claims, but also from what is described in 
detail in the Specification. In fact, much of the Specification is dedicated to describing in 
detail how the present invention differs from CPHA and its salts. 

The Specification discloses, at least, each of the following properties of CPHA: 
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1 . "0-(3- Chloro-2-propenvn hvdroxvlamine (CPHA), especially frans-isomer, 
or its salts is an important intermediate for a number of herbicides. This compound has 
always been prepared in its salt form, especially its hydrochloride (CPHA-HCI) 
emphasis added". See pg. 1 , lines 20 - 24; and 

2. CPHA-HCI is commercially available as "40% CPHA-HCL solution ". See 
pg. 1 , line 29. "Commercially available 40% CPHA-HCL solutions ... contain about 1000 
ppm hydroxylamine". See pg. 2, lines 8-9. 

The Specification also discloses a number of differences between the CPHA-HCI 
solution and the O-substituted hydroxylamine free base that is the subject of the present 
invention. For example, the Specification discloses each of the following: 

1 . Unlike the 40% CPHA-HCI solution, the "free base CPHA produced by the 
methods described in the present invention ... is essentially free of hydroxylamine . . . . 
The term "essentially free of as used herein means that those impurities become non- 
detectable by gas chromatography". See pg. 5, lines 17-22; 

2. "Unlike CPHA-HCI product, which requires a refrigerated warehouse and 
refrigerated transportation, free base CPHA according to the present invention does not 
need refrigeration unless the storage time is over six months or the ambient 
temperature continuously exceeds 45°C". See pg. 5, lines 12-15; 

3. a "99% purity of solvent-free CPHA of the present invention is about 3.3 
times as effective as 40% CPHA-HCI solution". See pg. 6, lines 5-7; and 

4. "the solvent-free CPHA free base according to the present invention can 
have a concentration of 100% or less, thus one pound of 100% CPHA free base is 
equivalent to 3.35 pounds of conventional 40% CPHA-HCI salt solution". See pg. 6, 
lines 17-20. 
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Thus, Applicants respectfully submit that the CPHA disclosed on page 1 , line 20 
of the Specification is clearly not the "O-substituted hydroxylamine free base" that is the 
subject of the pending claims. 

The Office Action states that where the purification of an old product results in a 
mere change in degree in its properties, the purified form is unpatentable. The Office 
Action also states that a novel form of an old compound must possess a new utility or a 
utility of a different type. However, neither of these statements apply to the present 
application because the CPHA disclosed on page 1 , line 20 and the "O-substituted 
hydroxylamine free base" that is the subject of the pending claims are two different 
products. 

Furthermore, claim 1 recites "An O-substituted hydroxylamine free base having 
the following general formula... wherein said O-substituted hydroxylamine exhibits at 
least one property selected from the group consisting of : . . . essentially free of 
hydroxylamine (emphasis added)". 

Thus, clearly, the lack of hydroxylamine in claim 1 distinguishes it over the CPHA 
disclosed on page 1 , line 20. Therefore, claim 1 is believed to be in condition for 
allowance. Claims 2 through 29 and 102 through 105 depend from independent claim 1 
and are, therefore, believed to be in condition for allowance for at least the reasons 
given above for claim 1. Reconsideration and withdrawal of the rejections to claims 1 
through 29 and 102 through 105 are respectfully requested. 

Claim 98 recites "An O-substituted hydroxylamine free base having the following 
general formula: . . . wherein said O-substituted hydroxylamine is essentially free of 
hydroxylamine (emphasis added)". As stated above, the lack of hydroxylamine in claim 
98 distinguishes it over the CPHA disclosed on page 1 , line 20. Thus, claim 98 is 
believed to be in condition for allowance. Reconsideration and withdrawal of the 
rejection to claim 98 are respectfully requested. 
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Claim 99 recites "An O-substituted hvdroxvlamine free base having the following 
general formula: . . . wherein said O-substituted hydroxylamine is essentially free of any 
solvent (emphasis added)". 

As stated above, the CPHA disclosed on page 1, line 20 contains hydroxylamine 
and is commercially available as a 40% CPHA-HCL solution . This clearly indicates the 
presence of a solvent. Thus, claim 99 is believed to be in condition for allowance. 
Reconsideration and withdrawal of the rejection to claim 99 are respectfully requested. 

Claim 100 also recites ""An O-substituted hvdroxvlamine free base..." The lack 
of hydroxylamine distinguishes claim 100 over the CPHA disclosed in the Specification 
as discussed previously. Thus, claim 100 is believed to be in condition for allowance. 
Reconsideration and withdrawal of the rejection to claim 100 are respectfully requested. 

Claim 101 recites "An O-substituted hvdroxvlamine free base having the 
following general formula: . . . wherein said O-substituted hydroxylamine has a high 
strength (as measured by mole of said O-substituted hydroxylamine per gram of 
sample) of between about 0.5 to 3.3-fold as much as a 40% O-substituted 
hvdroxvlamine salt solution , by weight (emphasis added)". 

Thus, claim 101 is not only distinguished over the CPHA disclosed in the 
Specification because of the lack of hydroxylamine, but also because it has a strength 
that is 0.5 to 3.3-fold as much as a 40% O-substituted hydroxylamine salt solution. As 
disclosed previously, the CPHA disclosed in the Specification is commercially available 
as a 40% CPHA-HCL solution. As such, claim 101 is believed to be in condition for 
allowance. Reconsideration and withdrawal of the rejection to claim 101 are 
respectfully requested. 

Claim 122 recites "An O-substituted hydroxylamine salt. . . wherein said O- 
substituted hydroxylamine salt is essentially free of hvdroxvlamine (emphasis added)". 
The lack of hydroxylamine distinguishes claim 122 over the CPHA disclosed in the 
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Specification as discussed previously. Thus, claim 122 is believed to be in condition for 
allowance. Claims 123 through 127 depend from independent claim 122 and are 
believed to be in condition for allowance for at least the reasons given above for claim 
122. Reconsideration and withdrawal of the rejections to claims 122 through 127 are 
respectfully requested. 



In view of the above, it is respectfully submitted that the present application is in 
condition for allowance. Such action is solicited. 



If for any reason the Examiner feels that consultation with Applicants' attorney 
would be helpful in the advancement of the prosecution, the Examiner is invited to call 
the telephone number below. 



Respectfully submitted, 



Date: March 2006 

Paul D. Greeley 

Registration No. 31,019 

Attorney for Applicant(s) 

Ohlandt, Greeley, Ruggiero & Perle, L.L.P. 

One Landmark Square, 10 th floor 

Stamford, CT 06901-2682 

Tel: (203) 327-4500 

Fax: (203) 327-6401 
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